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In the Matter of Carez's Application for Patent.

Before THE ATT.ORNEY-GENERAL.-July 10th, 1889.

IN THE MATTER OF CAREZ'S ApPLICATION FOR PATENT.

Application under the International Convention refused by the Comptroller
General, The Attorney-General confirmed the Comptroller's decision.

5 A patent under the International Convention cart only be granted to the
person who has 'made the foreign) application,

Semble.-A corporation/ can apJJly under Sec. 103.
On April 1st 1889 an application for a patent under the International Convention

was made by E. Carez, director of the Societe Generale de Mtiliose, of Brussels,
10 in respect of an invention for which" that Societe" had applied for a patent in

Belgium, part of Form ....L\..2 being worded as follows :-
". . . I and they humbly pray that a patent may be granted to William

" Phillips Thompson, of 6 Lord Street, Liverpool, as a communication from the
" said Societe of which he is for the time being agent, representative, and' ayant

15 < droit ' for the said invention." . . . The Comptroller-General refused to
accept the application, requiring it to be amended into accordance with the
Patents Rules (International and Colonial Arrangements), 1888. The Applicant
appealed to the Law Officer, and the appeal came on before the Attorney
General.

20 W. P. Thompson appeared on behalf of the Applicant, and Hatfield, Chief
Examiner, on behalf of the Comptroller.

Beard v. Egerto1~.(3 C.B. 130) and Chappell v. Purdas) (14 M. & W. 318) were
referred to by Thompson in the course of his argument.

Sir RICHARD WEBSTER, Il.G.-I need not trouble you in this case,
25 1\:11". Hatfield. I am not going to deprive Mr. Thompson of any rights he may

have if he is so advised, to make an application on Form AI; but I wish to
give as far as I can a clear and distinct judgment with reference to the position
on Form A2, which is the only matter before me at the present time. Form A2
was signed by the "Soc'iete Generale de ...Maltose, Director Eugene Cares;" and

30 requested that Letters Patent should be granted to William Phillips Thompson;
of No.6 Lord Street, Liverpool, as a communication from the Societe of which
he is for the time being agent, representative, and "ayant droit." I do not enter
into the question here of whether there is any difficulty in Corporations applying
under Clause 103 of the statute; my present impression is that they can so apply.

35 Section 103 deals not only withletters patentvbut also with designs and trade
marks; and it seems to me clear that it is quite possible for a corporation to be
the proprietor of some of the matters that are referred to under Section 103
to be, in fact, the first person who has applied for protection within that
section. The interpretation clause 117 expressly states that "person" shall

40 include a body corporate. At present my opinion therefore is that Section 103
may be used in cases in which a foreign corporation is the applicant. It is not
necessary for me to decide any more than that particular question at present.
If the objection was raised by the Comptroller to the use of form A2, that is to
say, to 'an application under Section 103, on the ground that the foreign

45 inventor was a company or a society, I would deal with that; but I understood
Mr. Hatfield to say that if form A2 had been followed, and the letter and spirit
of the Convention had been followed, that is to say, application for a patent to
be granted to the Societe Generate de Maltose, no objection would have been
raised by the Office. But Mr. Thompson has raised again and argued the

50 point which was raised and argued in Shalle-nberger's case. * He says
that the practice of the Office must be wrong, and my previous decision
must be wrong,. because no foreigner can be the true and first inventor in .
England-a-that is to say.. no letters patent can be granted to a foreigner. I
expressed my opinion when Shallenberqer's case came before me that there was

* See Report ante, P: 550. ,'"
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nothing in the point, and I reminded Mr. Thompson that for a long series of
years letters patent had been granted to foreigners abroad-that is to say, letters
patent in England had been granted to foreigners resident abroad-and that
Beard v. Egerton and the other case to which he referred, Chap]Jell v, Purday,
were cases in which it was distinctly pointed out that an alien could be a 5
patentee in this country; but it was also pointed out that in law the first and
true inventor was the person who first introduced it to this country. The
point also arose directly in the case of Wirth's patent, where there was
an express decision of Lord Chancellor Cairns that letters patent may be
granted to a foreigner resident abroad for an invention communicated to him 10
abroad by another foreigner also resident abroad-that is to say, that a foreigner
who introduced the invention to England could have a patent in his own name.
In that case the Patentee was Wirth; he resided in Frankfort, and the
communication made to him was by Meister, of Hochst, in Germany, and the
patent was granted to Wirth in his own name. Mr. Thompson has said, and 15
has rightly said, that for the purposes of the true and first inventor in England
the sole point is who first brought the invention to this country. The grounds
of the decision in Beard v. Egerton and Chappell v. Purday and in Wirth's
case are the same, that in law the true and first inventor is the person who first
publishes it through the Patent Office in England, and this is why Mr. Thompson. 20
ia the true and first inventor of other inventions communicated to him from
abroad. Therefore I am quite clear that his point that the patent must be in
the name of Mr. Thompson or in the name of some person in England, and not
in the name of the Societe or the real in venter abroad, is not well founded.

Mr. Thompson then urges that under the Convention the foreign inventor 25
can ask that the patent shall be taken out in somebody else's name. I cannot
go into the question as to the form of the Convention before its final settlement.
I do not think that I should take the view that Mr. Thompson has urged even if
I did, but I cannot go into that. I must take the Convention as it is. I am
not entitled to know what was the original form, or who made the representa- 30
tion, or what was the cause of the discussion. For the reasons which I pointed
out in Shallenberger's case I consider it would be a most dangerous thing to
allow patents to be taken out as communications from abroad, or to be taken
out in any other name than the name of the person who is in fact the inventor
in the foreign country, and by inventor I mean the person who has applied 35
for protection in the foreign country. The words are" who has applied for pro-
" tection," not the true and first inventor abroad, but the person who has applied
protection in any such State, meaning as in Wirth's case, Monsieur Carez,
or any patentee abroad who may obtain it by communication. If he has been
allowed to get registration or protection according to the law of the State in 40
which application has been made he comes within the section. I have said that
it would be, in my opinion, most dangerous to allow an application made upon
the face of it in the name of a person here, not the person who has first applied
for it in such State to be subsequently dated back. I only refer to, I do not repeat
the objections of a very serious nature that would arise if any such practice were 45
adopted, but the statute and the rules are much too strong for me whatever my
view might have been. The statute distinctly says that the person who has
applied shall be entitled to a patent for his invention provided his application is
made in the case of a patent within seven months; and the rules made under
the statute, which for this purpose, are binding on me, distinctly say, in Rule 5, 50
that an application for any invention shall contain a declaration that such
foreign application has been made. "The application must be made within
" seven months from the date of the first foreign application, and must be signed
" by the person or persons by whom such first foreign application was made."
It is perfectly true there are no directions for filling up the particular blank in 55
form A2 to which Mr. Thompson has referred, but I am clearly of opinion that it
follows both from the language of the form and the terms of the rule that the
blank can only be filled up with the same name; and as I have said I do not
consider it was contemplated that any other rule should be followed than that
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the patent should be in the name of the person who had first applied for pro
tection in the foreign State. No injury of any kind is done to the foreign
patentee. It is for his protection; and no. useful purpose can be served by
having the patent taken out in the name of Mr. Thompson. Of course

5 if Mr. Thompson had been right in saying that the patent would be invalid if
taken out in the name of Eugene Carez, or the Societe Generate de Maltose,
or whoever may be the real person who applied, his point might be a good one,
but I have already stated that in my judgment that point wholly fails.

I must therefore dismiss this appeal. I wished to give Mr. Thompson every
10 latitude. I might have pointed out that it was exactly governed by Shallen

berger's case, but I preferred to go over the matter in order that he might
understand that no point he has taken has been summarily dealt with. I am
satisfied that there is no ground, whatever for departing from the usual practice
in this case. That is to say that if E1.JJgene Carez or the Societe Generale de

15 Maltose were the original applicants for protection in a foreign country and'
desire to avail themselves of the Convention the patent must be in their name
and form A2 properly followed, or if that course is not adopted the patent can be
granted as a communication from abroad on form A l in the usual way.

IN THE HOUSE OF LORDS.

20 Present LORDS HERSCHELL, WATSON, AND FITZGERALD.-June 24th and 25th
and August 8th, 1889.

HECLA FOUNDRY CO. v. WALKER, HUNTER AND CO.

Registered design.-Infringement.-Registrat'iol~for shape or confiquratioti--«
Object of design immaterial.-Judgment by the eye.-Patents, &0. Act, 1883,

25 section 60.
The owners of a registered design for a kitchen range fire door with a

moulding on the top, which served to exclude cold air, brought an action in
Scotland for suspension and interdict against ·the H. Co. for infringement
thereof. The moulding on the Pursuers' door fitted into the moulding on the

30 'range when the door was closed. The Defenders manufactured a range fire
door with a moulding which had the same effect, but did not fit into the mouldinq
on the raru)».

Held by the Inner House, affirming the decision of the Lord Ordinary, that
the Defenders had infringed.

35 The Defenders appealed to the House of Lords.
Held, disapproving of the judgments of the Lord Ordinary and the Inner

House on this point; that the object which the designer may have in view in,
adopting the particular shape, or the useful purpose, which the shape is intended

, to serve or does tfJervet ought not to be regarded in considering what is the design
40 protected, and whether there has been an infringement of that design; that as in

the present case the designer declared that he desired registration for shape, the
protection was granted for the shape only, and that on the question of infringe
ment, the only question was whether the shape of the alleged infringing desiqr:
was the same or an obuious imitation of the other without reference to its

45 attaining or not the same useful end. That in the present case the eye must be
the [udqe, and the question determined by placinq the designs side by side and
asking- whether they were the same, or the one an obvi01JJS imitation of the other,
taking into accourit the state of knoioledqe at the time and in what respects the
registered design was new and original ioheri considering whether variations

50 from the registered design were substantial or not. And, affirming the decisions
of the Courts below, that the Appellants had infringed.

The Appeal dismiseed with costs.
Walker, Hunter and 00., as owners of a registered design (No, 16,596) for

3s
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